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Dear Sir: 

Appellants herewith respectfully present their Brief on Appeal as follows: 
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1 REAL PARTY IN INTEREST 

The real party in interest is Assignee Delphi Technologies, Inc., by virtue of an 
assignment executed by the inventors on March 4, 2002 and filed with the United States 
Patent and Trademark Office on March 6, 2002, recorded at reel number 012694 frame 
number 0030. 

2. RELATED APPEALS AND INTERFERENCES 

Appellant* and the undersigned attorneys are not aware of any appeals or any 
interferences which will directly affect or be directly affected by or having a bearing on 
the Board's decision in the pending appeal. 

3. STATUS OF CLAIMS 

Claims 1-18 are currently pending and stand finally rejected as unpatentable over 
Yamamoto, Unired States Patent No. 6,505,822 in view of Hein, United States Patent 
No. 5,782,462. Claims 1-18 are the claims on appeal See, Appendix. 

4. REFERENCES 

The Examiner cited two references against ihe application. Yamamoto, United 
States Patent No. 6,505,822 and Hein, United States Patent No. 5,782,462. 

5. STATUS OF AMENDMENTS 

All amendments have been entered, and no amendments were requested after 
final rejection, A reply under 37 C F R. §1.1 1 1 was filed on May 27, 2003 and entered 
into the application A reply under 37 C.F.R. §1.116 was filed on October 7, 2003, and 
entered into the application 
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6. SUMMARY OF INVENTION 

The invention relate* 10 hydraulic engine mounts, and in particular to a mount 
that includes upper and lower orifice plates and a generally planar diaphragm having an 
enlarged central node and a periphery, the centra] node being in constant comact with 
the upper orifice plate and in contact with the lower onfice plate with the periphery 
spaced apart from at least one of the upper and lower orifice plates and free ro move 
between the upper and lower orifice plates. An alternate embodiment of the invention 
includes a raised rim on the periphery of the diaphragm. Another alternate embodiment 
includes holes for fluid flow in the upper and lower orifice plates. 

FIG. I illustrates one embodiment of the invention, FIG. i provides a cross 
section view of a mount in accordance with a first embodiment. As shown in FIG. 1, the 
mount includes a diaphragm 60. The diaphragm 60 includes an enlarged central node 82 
and a periphery. FIG. 1 illustrates an embodiment of the invention including a raised 
rim 88 at the periphery. FIG. 2 illustrates fluid holes 50 disposed on an upper orifice 
plate 40. 
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FIGS. 1 and 2 are reproduced on the following page for the convenience of the 

Board. 
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7. ISSUE 

Are claims 1-18, calling for a generally planar diaphragm having an enlarged 
ceniral node and a periphery, * he central node being in constant contact with the upper 
orifice plate and in contact with the lower orifice plate, and the periphery being spaced 
apart from at least one of the upper or lower orifice plates aind free to move between the 
upper orifice plate and the lower orifice plate, unpatentable under 35 U.S.C. 103(a) over 
Yamamoio's disclosure of a periphery of the decoupler spaced apart from the plates in 
view of Hein's disclosure of an engine mount having a decoupler spaced apart from the 
partitions to allow free movement? 

8. GROUPING OF CLAIMS 

Claim* 1-18 should be considered as two groups. 

Group I includes claims 1-5, 7, 14-16, and 18. Group I stands or falls wiih claim 

I. 

Group U includes claims 6, 8-13, and 17. Group II stands or falls with claim 8. 

9. ARGUMENTS 

Claims 1-18, calling for a generally planar diaphragm having an enlarged central 
node and a periphery, the central node being in constant contact with the upper orifice 
plate and in contact with the lower orifice plate, and the periphery being spaced apart 
from at least one of the upper or lower orifice plates and free to move between the upper 
orifice plate and the lower orifice plate, are patentable over Yamamoio's disclosure of a 
periphery of the decoupler spaced apart from the plates in view of Hein's disclosure of 
an engine mount having a decoupler spaced apart from the partitions to allow free 
movement. 

The rejection of claims 1-18 as unpatentable over Yamamoto in view of Hein 
under 103(a) is traversed. For this 103(a) rejection to stand, each and every element of 
the claimed invention must be taught or suggested by the references themselves, and 
there must be some motivation or suggestion to combine the references, tn The 
references themselves, to arrive at the claimed invention. 
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Group 1 and II each require that the periphery of the diaphragm be spaced apart 
from at least one of the orifice plates. The diaphragm of Group 11 features a raised rim 
ai the periphery that is not included in the elements of Group I, and for that reason, 
Groups I and Jl arc separated. For clarity, Groups I and II will largely be treated 
simultaneously in this brief However, both Groups feature the enlarged central node of 
the diaphragm in contact with at least one of the orifice plates, and the periphery of the 
diaphragm is spaced apart from the onfice plates - feature* that are neither taught nor 
suggested by the prior an. 

There is no suggestion in Yamamolo in view of Hem to modify as suggested by 
the Examiner, and there is no motivation provided, in order to prove a prima facie case 
of obviousness, the Examiner is required to provide affirmative evidence to support such 
a position. As the Examiner is well aware, the motivation to modify or combine must 
come from ihe references themselves . See MPEP 2143.01, A conclusory allegation that 
"[i]t would have been obvious to one of ordinary skill in the art to have spaced apart the 
periphery of the decoupler of Yamamoto er. al. in view of the teaching of Hein et, al. so 
as to allow for different degrees of damping for different oscillations as taught by Hem 
et al." entirely fails to meet the Examiner's evidentiary burden to prove a prima facie 
case. The motivation to combine or modify cannox come from the Examiner, without 
the taking of Official Notice, or preparation of an Examiner's Affidavit. Without some 
evidence of a motivation to combine, this rejection cannot stand 

Indeed, neither reference leaches nor suggests spacing apart the periphery of the 
diaphragm. Both cases teach that the diaphragm is sealed against the mount. Both Hein 
and Yamamoto feature diaphragms that feature a periphery that is not spaced apart from 
the plates. See diaphragm 6 in FIG. 1 of Yamamoto (reproduced below), and column 7 
lines 4-59. At lines 50-5 1 of column 7, Yamamoto specifically teaches and discloses 
that rhe diaphragm is press-fitted or inserted into annular support fitting 61, attaching the 
periphery of the diaphragm to the mount. Hein discloses that the diaphragm 32 (FIG. 2, 
reproduced below) is sealed against the partition assembly 28 by tabs 36. See Hein col- 
umn 3, lines 33-48. 



PAGE 8/50 * RCVD AT 1/912004 5:04:59 PM [Eastern Standard Time] 1 SVR:USPT0€FXRF-1/4 * DNIS:8729327 * CSID:+18479057113 * DURATION (mm-ss):11-26 



JAN-09-04 '04:07PM* FROW-CLG FAX 



+18479057113 T-747 P. 09/50 F-155 



January % 2004 
Case No.: DP-306837 (7500/141) 
Serial No.: 10/092,320 
filed: March 6, 2002 
Page 7 



FIG. 1 of Yamamoto: 
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FIG.2ofHein: 




Furthermore, the mere fact that the references could be combined to arrive at the 
claimed invention (which Appellants do not concede and actively dispute) is insufficient 
to prove a prima facie case. See MPEP 2143.01. Tn Re Mills. 916 F.2d 680, 16 
U.S.P.Q.2d 1430 (Fed. Cir. 1990) and In Re Fritch. 972 F.2d 1260, 23 U.S.P.Q.2d 1780 
(Fed- Cir. 1992). While Appellants do not agree that the combination of the inferences 
would result in the claimed invention, there must be some motivation or suggestion in 
the references to combine to support a prima facie case of obviousness. In the absence 
of any such motivation or suggestion, the rejection must fail. 
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Additionally, as described in the Graham case, the references must be viewed 
without the benefit of impermissible hindsight vision afforded by the claimed invention. 
See Graham v. John Deere Co_ . 383 U.S. 1 (1965). In this case, the Examiner appears 10 
have engaged in impermissible hindsight, as there is a void of evidence around the Ex- 
aminer's allegation of obviousness. In view of ihe fact that the Examiner was entirely 
unable to support the allegation of obviousness with a citanon to either Yamamoto or 
Hein, the Examiner's use of impermissible hindsight is apparent. 

A section 103 rejection is not proper if the suggested modification of the refer- 
ence destroys the intent, purpose or function of ihe invention disclosed in the reference 
See, In Re Gordon, 733 F.2d 900, 902 (Fed. Cir. 1984). In the instant case, the du> 
phragm 60 is spaced apart from the orifice plates 20, 40 at its periphery and includes an 
enlarged central node 82, As stated on page 5 of the instant specification, the node 82 
provides stiffaess to the diaphragm 60 and the raised nm 88 minimizes contact area with 
the orifice plates 20, 40 A visual inspection of f 1G. 1 illustrates this contact area - the 
periphery of the diaphragm only contacts the plates 20, 40 at the raised nm 82. The pe- 
riphery is spaced apart from the orifice plates to minimize contact at the periphery and 
thus minimize noise produced by the diaphragm contacting the orifice plates. 

In Gordon , a blood filter assembly that had boih intake and discharge of blood at 
the bottom of the filter was rejected as obvious over a reference disclosing a gasoline 
filter with the inlet and outlet of the gasoline at the top of the filter. Although the Board 
had deemed the blood filter obvious by arguing that the reference filter need only be 
turned upside down, the Federal Circuit held that the true standard was whether "it 
would have been obvious from a fair reading of the prior an reference as a whole to turn 
the prior art apparatus upside down/ 1 
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The Examiner likens the Hem decoupler 3a with the diaphragm 60 of the instant 
case, a likeness that foils on its face, first, the Hein decoupler 38 "can be made of a 
suitable plastic" and "is mounted within the partition assembly 28 for controlling fluid 
flow against the flexible diaphragm 32-.." Hein, column 3, lines 43-48, Note that Hem 
itself distinguishes between the decoupler and a diaphragm. The instant case features an 
"elastomenc diaphragm 60" (page 4, lines 1-2) and "is adapted to be captured between 
upper orifice plate 40 and lower orifice plate 20" (page 4, lines 1 8-19). Second, the 
structures compared by the Examiner are not similar and perform different functions. 
While Hein does show an enlarged central node of the decoupler, the decoupler and the 
diaphragm are different structures. Furthermore, the enlarged central node of Hein is not 
in constant contact with onfice plates. Rather, the enlarged central node of Hein is 
spaced apart from the plates. 

Likewise, in the instant application, the Examiner argues that the decoupler 38 of 
Hein is spaced apart from the partitions, allegedly making it obvious to space apart the 
diaphragm 6 of Yamamoto. However, there is simply no fair reading of the references 
that would teach or Suggest modifying a diaphragm in a fashion consistent with the in- 
stant claims. The decoupler of Hein is a different structure than the instant diaphragm, 
and the decoupler of Hein does not have a periphery spaced apart from the partitions. 
One of ordinary skill in the art would not have be motivated to modify the diaphragm of 
Yamamoto in light of the teaching that the central portion of the decoupler of Hein is 
spaced apart 

Indeed, the Examiner seems to be arguing that spacing apart the central node of 
ihe diaphragm is equivalent to spacing apart the periphery. Yet, the instant application 
cannot work as intended with the central node spaced apart from the orifice plates. Any 
modification that would render the instant claims unworkable cannot be an obvious 
modification- 
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in addition, the problems solved by The instant invention existed in the an at the 
time of the invention despite the disclosures of Yamamoto and Hein. It was the inven- 
tors herein that provided a diaphragm with an enlarged centra) node in constant contact 
with orifice plates and with its periphery spaced apart from the plates to quiet noise 
emananng from the mount. See In Re Ratti , 270 F.2d 801, 812 (CCPa 1959). The 
suggested combination of Yamamoto and Hein would require a substantial reconstruc- 
tion and redesign of the elements shown as well as a change in the basic principle under 
which the construction of the references is designed to operate, and is not a proper 
ground for a 103(a) rejection. 

The Yamamoto structure, according to column 7, lines 3-21 features a diaphragm 
portion 34 that assumes a generally inverted U-form and "has a curved configuration 
that nearly corresponds to the radius or curvature pan 1 la bulging out toward the inner 
peripheral surface of the annular wall section 14 of the orifice member../' Shaping the 
periphery of the diaphragm portion to closely mutch the curves of an orifice plate di- 
rectly contrasts with shaping the diaphragm to be spaced apart from the orifice plate. 
Modifying the Yamamoto device as suggested by the Examiner would require signifi- 
cant modification and would require significant redesign - a requirement in direct con- 
trast to the mandates of Section 103(a). See, In Re Rani . Construction of the diaphragm 
as disclosed by Yamamoto is one attempt at minimizing contact between the diaphragm 
and orifice plates by matching their shapes to be complementary. As stated by Yama- 
moto, shaping the diaphragm to complement the curves of the orifice plate enhances 
"the effect of precluding the generation of abnormal sound accompanied with sliding 
displacement." Spacing the periphery of the diaphragm away from the orifice members 
is in direct contrast to the teachings of Yamamoto, and would destroy the fundamental 
intent, purpose, function, and principle of operation. Yamamoto cannot be used to sup- 
port a 1 03(a) rejection. See 7 In Re Gordon. 
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Thus, Group I is patentable over the combination of Yamamoto and Hein. 
Group II is further patentable over the combination because the combination does not 
teach or suggest that the periphery of the diaphragm include a raised rim. The same ar- 
guments apply to Groups 1 and U, but each Group should be treated on iis own. 

The 103(a) rejections to Groups I and 11 must fall as the references do not teach 
or suggest each and every element of the claimed invention, and there is no motivation 
or suggestion to combine in the prior art. Additionally, the Examiner appears to have 
engaged in impermissible hindsight. 

Withdrawal of the rejections of claims 1-18 is requested 
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CONCLUSION 

The Appellants respectfully submit thai claims 1-1 8 fully satisfy the 
requirements of 35 U.S.C. §§102, 103 and 112. In view of the foregoing, favorable 
consideration and early passage to issue of ihe present application is respectfully 
requesied. 



Dated: January 9, 2004 



Respectfully submitted, 
JACK R~ KRIES, et al 
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10. APPENDIX 



1 (Previously presented) A powenrain mount comprising: 
an upper orifice plate; 
a lower orifice plate; and 

a generally planar diaphragm having an enlarged central node and a periphery, 
the central node being in constant contact with the upper orifice plate and in contaci with 
the lower orifice plate, and the periphery being spaced apart from at least one of the up- 
per or lower orifice plates and free to move between the upper orifice plate and the 
lower orifice plate. 

2. (Original) The powenrain mount of claim I wherein the upper orifice 
plate includes a plurality of holes through which fluid may flow. 

3 (Original) The powenrain mount of claim 2 wherein the holes have a 
generally circular cross-section. 

4. (Original) The powertrain mount of claim 1 wherein the lower orifice 
plate includes a plurality of holes through which fluid may flow. 

5. (Original) The powenrain mount of claim 4 wherein the holes have a 
generally circular cross-secuon. 

6. (Original) The powenrain mount of claim I wherein the periphery of the 
diaphragm includes a raised nm. 
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7. (Original) The powertrain mourn of claim I wherein the upper and lower 
orifice places define an orifice Track. 

8. (Previously presented) A powertrain mourn comprising: 
an upper orifice place; 

a lower orifice plate; and 

a generally planar diaphragm having an enlarged central node and a periphery, 
the central node being in constant contact with ihe upper orifice plate and in contact with 
the lower orifice plate, and the periphery having a raised nm that is spaced apart from at 
least one of the upper or lower orifice plates and free to move between the upper orifice 
plate and the lower orifice plate. 

9. (Original) The powertrain mount of claim 8 wherein the upper orifice 
plate includes a plurality of holes through which fluid may flow. 

1 0. (Original) The powertrain mount of claim 9 wherein the holes have a 
generally circular cross-seciion. 

1 1 . (Original) The powertrain mount of claim 8 wherein the lower orifice 
plate includes a plurality of holes through which fluid may flow. 

1 2. (Original) The powertrain mount of claim 1 1 wherein the holes have a 
generally circular cross-section. 

13. (Original) The powertrain mount of claim 8 wherein the upper and lower 
orifice plates define an orifice track. 
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14. (Previously presented) A powertrain mount comprising. 

an upper orifice plate having a plurality of holes through which fluid may flow; 
a lower orifice plate having a plurality of holes through which fluid may flow; 

and 

a generally planar diaphragm having an enlarged central node and a periphery, 
the central node being in constant contact with the upper orifice plate and in contact with 
the lower orifice plate, and the periphery being spaced apart from at least one of the up- 
per or lower orifice plate* and free to move between the upper orifice plate and the 
lower orifice plate. 

15. (Original) The powertrain mount of claim 14 wherein the holes in the 
upper orifice plate have a generally circular cross-section, 

16. (Original) The powertrain mount of claim 14 wherein the holes in the 
lower orifice plate have a generally circular cross-section. 

1 7 (Original) The powertrain mount of claim 14 wherein the periphery of 
the diaphragm includes a raised rim. 

1 8. (Original) The powertrain mount of claim 1 4 wherein the upper and 
lower orifice plates define an orifice track. 
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Sn&H Entity Statement 


□ 




□ 


Cen»fieo Copy of Pnonty Documents) 


□ 


Request of Retuna 


□ 




□ 


Response to Missing Parts/ 
incomplete Application 


is 


Tne Commissioner is nereoy auinonzea to cnarge any tees which may be required, or 
credit any overpayment, to Deposit Account No 50-1131. A oupucate copy of mis 
sheet is eftcioseo. 








I hereby pet»t»on unoer 37 CFR § 1 l36(y; tor any extension or om& required io ensure tnat 
this papei is umeiy hied Please charge an* assoaaieo teas wrucn na** not otherwise oeen 
pa.o to Deposit Account No 50-1 71 3 A duplicate copy Ot Wis sheet i* enclosed. 



CALCULATION OF FEE 



Small Emny 



uarga Entity 





Claims Aher 
Amendment 




Mignesi no. 
Previously 
Paid For 


Present 




Raie 


AdU'l 
Fee 


or 


Rate 


AOdl 
Fee 


Totai 




Minus 




0 




a $9* 


0 




*S18= 








MmuS 




0 




X$43= 


0 




* $66 




First Pre* 


tniaiiOh Ot Multiple C 


top Claim 














-rS290 














total aaQi tee 


$ o 




iouj adai tee 


s 



Firm 
or 

individual name 



signature of appucant. attorney, or agent. 



FRANK C. NICHOLAS 
Registration No 33.983 
CARDINAL UAVV GROUP 
1603 Ornngton Avenue. Suite 2000 
Evansion. 1L 60201 



Signature 




Date 



JANUARY 9 $004 



7 



CERTIFICATE OF MAILING 



I nereoy certify tnat this correspondence is Demg transmitted py facsimile to (703) 872-9327 
to tne United States Patent and Trademark Office on mis date: 




| January % 



Date. iAflUApr 9, 2 Qt H 
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RECEIVED 

CENTRAL FAX CENTER 

^ JAN § 9 2004 



OFFICIAL 



$ CARDINAL LA W GROUP 

^ 1 603 Orrington Avenue/Suite 2000 

Evanston, Illinois 60201 
Telephone 847-905-7111 
Facsimile 847-905-7113 

CONFIDENTIAL ATTORNEY-CLIENT 
PRIVILEGED COMMUNICATION 

Date: JANUARY 9, 2004 

To: EXAMINER MATTHEW GRAHAM 

U.S. PATENT AND TRADEMARK OFFICE 
Fax #: (703) 872-9327 

From: FRANK C. NICHOLAS 

Fax#: (847)424-2521 

Client/Matter No.: DP-306837 (7500/141) 

# of Pages: 50 
(including cover sheet) 

IF YOU HAVE ANY PROBLEMS RECEIVING THIS MESSAGE. PLEASE CALL 847;qoS-7in E«i 2280 AIM O ASK FOR 
JENNIFER CRUZ 

This message is intended only for the individual or entity to which it is addressed, it may contain 
privileged. confidential. attorney work product. or trade secret information which is exempt from 
disclosure under applicable laws, if you are not the intended recipient, or an employee or agent 
responsible for delivering the message to the intended recipent. you are here8y notified that any 
Dissemination Distribution, or copying of this message is strictly prohibited, if yOu have received 
this message in error, please notify us immediately by telephone and return the original message 

<AN0 ALL COPIES) TO US BY MAIL AT THE ABOVE ADDRESS. WE will REIMBURSE yOu FOR POSTAGE 
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